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1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 to 6, 8 to 1 5, 24 to 30, 32 to 39, 48, 53, 74 and 75 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Kishimura et al., 2002/0013059. 

Initially the Examiner draws attention to the definition of "nonpolymeric" as found 
on page 14 of applicants* specification. This distinguishes the instant claims from 
various prior art references, as noted in paragraph 7 below. 

Applicants refer to the US equivalent of this PGPub document on page 5, para- 
graph 1 1 , of the specification. This states that the use of the compounds therein as 
resist materials appears to be compromised by the low glass transition temperature of 
the materials. This statement alone does not appear to be sufficient to establish a 
difference between the claims and the prior art for the reasons noted below. 

Kishimura et al. teaches a nonpolymeric silsesquioxane as shown in the abstract. 
The Ri groups are selected from various groups including acid cleavable substituents. 
See for instance Chemical Formulas 2 and 3 in paragraphs 24 and 27, in which R 2 and 
R 3 are groups released by an acid. Also note the working examples, paragraph 69 and 
on, which show various acid cleavable groups. It is important to note that these groups 
meet the formula for R CL in claims 9 to 15. See for instance Chemical Formula 20 as it 
corresponds to claims 12 and 14 and Chemical Formula 14 as it corresponds to claims 
13 and 15. 
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The siloxane compound in Kishimura et al is a polyhedral silsesquioxane meeting 
the requirements of claims 3 and 4. Since the definition of R 1 includes alkyl groups, this 
reference meets the nonpolar R NP group in claims 5, 6, 8 and 24. 

For the reasons cited above, the siloxane compound in Kishimura et al. and that 
claimed appear to be structurally the same. Kishimura et al. fail to teach the glass tran- 
sition temperature of the silsesquioxane and the acid cleavable groups thereon. 

Products of identical chemical composition can not have mutually exclusive 
properties. A chemical composition and its properties are inseparable. Therefore, if the 
prior art teaches the identical chemical structure, the properties applicant discloses 
and/or claims are necessarily present. Since the chemical composition claimed is the 
same as that taught in Kishimura et al., the glass transition temperatures must 
inherently be the same. Where applicant claims a composition in terms of a property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the property or characteristic is not explicitly disclosed by the reference, the examiner 
may make a rejection under both 35 U.S.C. 102 and 103, expressed as a 102/103 
rejection. See MPEP 2112 (III). 

Claim 2 in Kishimura et al. includes an acid generating compound for generating 
acid through irradiation with light, meeting the requirement of a photoacid generator in 
instant claim 25. 

4. Claims 55 to 58, 62, 66, 68 to 71 and 73 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kishimura et al. 

The process taught on paragraphs 1 15 and on meet each of the claimed process 
steps with the exception of the baking temperature in (c). Paragraph 117 teaches heat- 
ing the film but does not specify a temperature. It has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art (i.e. doesn't require undue experimentation). 
The skilled artisan would be able to determine the operable temperature at which one 
should heat the film, thereby rendering this limitation obvious. 
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Paragraph 121 teaches x-ray radiation meeting claim 62. Paragraph 62 teaches 
etching meeting claim 66. Paragraph 1 18 teaches removing soluble film meeting claim 
69. For claim 70, note that the semiconductor substrate in paragraph 117 renders 
obvious a silicon wafer substrate. Paragraph 115 references an organic film that meets 
claim 71. 

5. Claims 49, 50 and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kishimura et al. as applied to claim 25 above and further in view of Takemura et al. 

Kishimura et al. fail to teach the addition of a dissolution modifying additive. 

Column 20, line 50 and on, teaches that the addition of dissolution inhibitors to 
photoresist compositions is well known in the art. Please note that it is prima facie 
obvious to add a known ingredient to a known composition for its known function. One 
having ordinary skill in the art would have found the addition of such a conventional 
ingredient to the composition of Kishimura et al. to have been obvious. 

For claim 54, note column 17 which teaches onium salt photoacid generators. 
These are also known in the art to be used in resist compositions. In view of the teach- 
ing in Kishimura et al. to include an acid generator, the skilled artisan would have been 
motivated to turn towards known acid generators used in the art, thereby rendering 
obvious the selection of an onium salt as claimed. 

6. Claims 7, 1 6 to 23, 31 , 40 to 47, 51 , 52, 59 to 61 , 63 to 65, 67, 72 are objected to 
as being dependent upon a rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base claim and any intervening 
claims. 

The prior art fails to teach the inclusion of a R p group as claimed. It also fails to 
teach or suggest the baking step in claims 59 to 61 or the use of UV radiation as found 
in claims 63 to 65. The particular organic materials in claim 72 and the addition polymer 
of claim 51 are not taught or suggested by Kishimura et al. either. 



Application/Control Number: 10/721,302 



Page 5 



Art Unit: 1712 

7. As applicants are aware there are various references that teach silsesquioxanes 
having acid cleavable groups. These references fail to teach or suggest, however, the 
nonpolymeric compound as claimed, as well as the glass transition temperature require- 
ment. See for instance Nakashima et al. and Hatakeyama et al. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). n 
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